TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore CALVERT, FRANKFORT and MCQUADE, Admi nistrative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 10,
12, 13, 15 to 17, 20 and 21. O the other clainms remaining in
the application, clains 1 to 9 and 11 stand w thdrawn from
consideration under 37 CFR 8 1. 142(b) as being directed to a
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nonel ected invention, and clains 14, 18 and 19 are indicated
as being all owable, subject to being rewitten in independent
form

The clains on appeal are drawn to an ani mal waterer
assenbly (clains 10, 12, 13, 15 to 17 and 20) and a nethod for
adj usting the height of an animal waterer (claim?2l). They
are reproduced
in the appendi x of appellants' brief.

The references applied in the final rejection are:

Mat t hysse 2,616, 646 Nov. 4,
1952
Vi k 4,348, 989 Sep. 14, 1982

The appeal ed clains stand finally rejected on the
foll ow ng grounds:
(1) dainms 10, 12, 13, 15, 17 and 20, anticipated by
Mat t hysse, under 35 U.S.C. § 102(b);
(2) daim16, unpatentable over Mtthysse, under 35 U. S.C
§ 103(a);
(3) daim?2l1l, anticipated by Vik, under 35 U S.C. § 102(b).

Rej ection (1)

On pages 3 and 4 of the final rejection, supplenented by
pages 4 and 5 of the exam ner's answer, the exam ner sets
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forth the basis for his conclusion that clainms 10, 12, 13, 15,
17 and 20 are anticipated by Matthysse. Appellants argue, in
essence, that there is no anticipation because independent
clainms 10 and 12 are directed to an animal waterer, not a high
vol tage bus line, and recite a | ocking portion intended to

all ow vertical novenent or adjustnment of the pipe, not renoval
of the clanp fromthe pipe (brief, page 4). Also, in their
reply brief (pages 2

to 4) appellants contend that Matthysse does not disclose a

pi pe for carrying water, a |ocking portion that allows
vertical novenent of the pipe, or a bracket for attaching the
assenbly to a structure.

It is fundanental that in order to anticipate a claim "a
prior art reference nust disclose every |[imtation of the
clainmed invention, either explicitly or inherently." Inre
Schrei ber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed.

Cr. 1997). However, a reference need not "teach" what the
application teaches in order to anticipate the clains, as |ong
as the clains "read on" sonething disclosed in the reference.

Kalman v. Kinberly-Jark Corp., 713 F.2d 760, 772, 218 USPQ

781, 789 (Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).
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Al so, recitation of a new intended use for an old product does
not make a claimto that old product patentable. Schreiber,
supra.

First considering claim10, the preanble of this claim
recites "[a]n ani mal waterer assenbly conprising.” W do not
consi der that weight should be given to this | anguage, because
it does not recite structural limtations of the clained
invention, but only recites the purpose or intended use, with
a structurally conplete invention being defined in the body of

the claim See Pitney Bowes Inc. v. Hewl ett-Packard Co.., 182

F.3d 1298, 1305, 51 USPQ2d 1161, 1165-66 (Fed. Gr. 1999),

citing Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 480-81

(CCPA 1951); also see In re Casey, 370 F.2d 576, 580, 152 USPQ

235, 238 (CCPA 1967). The recitation of an aninal waterer
assenbly therefore does not patentably distinguish claim10
fromthe bus-support clanp disclosed by Matthysse.

The fact that the pipe clainmed in claim10 is recited as
being "for supplying water froma water source to an ani mal"
does not preclude reading the clained pipe on the tubing 18 of
Mat t hysse, since the |anguage "for supplying . . . animal" is

only a statenent of intended use which does not distinguish
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over the prior art, rather than a structural limtation.

In re Collier, 397 F.2d 1003, 1006, 158 USPQ 266, 268 (CCPA

1968) and In re Grega, 244 F.2d 316, 317, 113 USPQ 526, 529

(CCPA 1957) ("it is well settled that clains drawn to
structure cannot be allowed unless they recite sone structural
di fference over the prior art"). As for the clained bracket,
Mat t hysse di scl oses the bracket 15 attached to supporting
structure 12.

Finally, with regard to appellants' argunent that the

Mat t hysse bracket does not allow vertical adjustment of the

pi pe,

claim10 recites "in said | ocked position said | ocking
portion . . . securing said pipe in a vertical position, in
sai d unl ocked position said |ocking portion allow ng verti cal
nmovenent of said pipe." Gyving this |anguage its broadest
reasonable interpretation, and not reading limtations

thereinto fromthe specification, In re Van Geuns, 988 F.2d

1181, 1184, 26 USPQ2d 1057, 1058 (Fed. Cir. 1993), we consider
it to be readable on Matthysse. The bracket 10 of Matthysse
secures pipe 18 in a vertical position in the sense that the
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pi pe cannot nove vertically when the bracket is |ocked,! and
when the bracket is unlocked, thus no | onger supporting the
pi pe, the pipe would clearly be allowed to nove vertically.

Consequently, since all of the structure recited in claim
10 nmay be read on Matthysse, the rejection of claim 10 under
§ 102(b) will be sustai ned.

W w il also sustain the rejection of claim12, and of
clainms 13, 15, 17 and 20, which appellants have grouped wth
claim12 (brief, page 3). 37 CFR § 1.192(c)(7). Mst of the
foregoi ng di scussion of the rejection of claim10 is
applicable to claim12; the only limtation of claim 12 which
appel l ants argue separately fromclaim10 is the limtation
that in the unl ocked position the | ocking portion "rel eas[es]
said pipe fromsaid set position for adjustnent of said pipe."
This limtation does not distinguish claim12 from Matthysse,
however, because, assum ng arguendo that "for adjustnent of
sai d pi pe" should be given patentable weight, once Matthysse's
clanp is unl ocked and rel eased from pipe 18, the pipe is free

for "adjustnent,"” as broadly recited. Caim1l2 is therefore

! The clainms do not require the central axis of the pipe
to be vertical



Appeal No. 2000-0450
Application No. 09/047,048

readabl e on Matthysse.

Rej ection (2)

As to this rejection, appellants argue, inter alia, that
Mat t hysse constitutes nonanal ogous art. W agree with this
argunent, and therefore wll not sustain rejection (2).°?

Under the two-part test for anal ogous art enunciated in
In re day, 966 F.2d 656, 658, 23 USPQd 1058, 1060 (Fed. Cr
1992), prior art is analogous (1) if it is fromthe
applicant's field of endeavor, or (2) if not, if it "still is
reasonably pertinent to the particular problemw th which the
[applicant] is involved." The Matthysse patent does not neet

ei t her prong of

this test. First, it clearly is not fromappellants' field of
endeavor. Second, appellants are concerned with the problem
of adjusting the height of a vertically oriented ani nal

wat ering pipe, while Matthysse is concerned with clanping an

insulator to a high voltage bus line, a problemwhich we do

2 W note that, as pointed out by the exam ner in the
final rejection (page 6), the question of nonanal ogous art is
relevant to the issue of obviousness, but not to anticipation.
In re Schreiber, 128 F.3d at 1478, 44 USPQRd at 1432.
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not regard as reasonably pertinent to appellants'. Thus,
since neither of the criteria set forth in day is satisfied,
Mat t hysse i s nonanal ogous art.

Rej ection (3)

Appel l ants do not argue the nerits of this rejection in
their brief. Rather, they assert on page 5 of the brief that
t he amendnent after final rejection (filed June 28, 1999)
overcones the rejection, and request that this Board enter the
anmendnent in spite of the examner's refusal to do so

The refusal of an examner to enter an anmendnent after
final rejection is a matter which this Board has no
jurisdiction to consider, but rather should be raised by a
petition to the Conm ssioner under 37 CFR § 1.181. In re
M ndi ck, 371 F.2d 892, 894, 152 USPQ 566, 568 (CCPA 1967); see

Manual of Patent Exami ning Procedure 8 1002.02(c), item 3(b)

(July 1998). Accordingly, appellants' argunent cannot be
consi dered by us.

No ot her argunents having been presented, rejection (3)
wi || be sustained.
Concl usi on

The exam ner's decision to reject clainms 10, 12, 13, 15
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to 17, 20 and 21 is reversed as to claim16, and is affirnmed
as to the other clains.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under
37 CFR § 1.136(a).

AFFI RVED- | N- PART

| AN A CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN P. MCQUADE
Adm ni strative Patent Judge
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